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• Trademark Searching and Clearance

• Prosecution Part 1 - 2 (d) and 2 (e) Refusals and Substantive Issues 
in Ex Parte Appeals

• Part 2 – Other Substantive Refusals and Acquired Distinctiveness 

• TTAB Parts 1-4, Pleadings, Discovery, Motions, Trial

• The New Trademark Dilution Revision Act

• Ethical Issues in PTO and TTAB Practice

View a Live Oral
Argument in a

Contested TTAB
Proceeding
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Why You Should Attend
A federal trademark or service mark registration can be a very valuable business asset. 
The Patent and Trademark Office considers applications for registrations. The Trademark Trial and
Appeal Board hears appeals when the Patent and Trademark Office refuses to register a mark and
conducts contested proceedings between parties litigating the right to register a mark. Because these
issues are often part of larger disputes regarding the right to use marks in both the conventional
marketplace, as well as in e-commerce, a basic understanding of TTAB practice and procedure is an
important part of the skills required of intellectual property lawyers in the new economy. The program
will also review the key changes under the recently enacted Trademark Dilution Revision Act.

What You Will Learn
• The U.S. trademark registration system

• PTO and TTAB structure, jurisdiction and powers

• Grounds for refusal of registration

• Importance of product configurations and functionality

• Importance of non-traditional marks

• Acquired distinctiveness issues

• Practical tips for trademark searching, clearance and opinions

• Searching in light of the Madrid Protocol

• Likelihood of confusion

Plus much more…..
• The compulsory counterclaim rule

• Challenges to registrability versus challenges to use

• Strategy for discovery

• Pleadings and related motions

• Nature of a TTAB trial

• The key changes enacted under the new Trademark Dilution Revision Act, 
including the adoption of a “likelihood of dilution” standard

• When to rely on state dilution laws instead of federal law

• The ethical issues in inter partes proceedings

Special Feature
• Live Oral Argument of a TTAB case heard by Administrative Trademark Judges

Who Should Attend
This program is designed for attorneys who practice trademark law and 
who are interested in learning about PTO and TTAB practice.

Live Webcast Available on www.pli.edu
A simultaneous live online broadcast of the program is available for
individual viewing from your computer on www.pli.edu. Webcast
participants will receive streaming audio/video instantaneously
from the live program, can view and/or print the Course Handbook,
and submit questions electronically. Get “real-time” education right
from your PC! 

To register for the webcast, visit www.pli.edu and click Online CLE,
then go to the Upcoming Live Webcasts area. Select the Navigating
Trademark Practice Before the PTO 2007: From Filing Through the
TTAB Hearing Webcast to purchase the program. Please register
before the first day of the program to allow time to test your system.
If you have any questions whatsoever please call PLI’s Customer
Relations Department at (800) 260-4PLI.

PLI can arrange group viewing in your firm by broadcasting live
to your conference room. Plus, receive a discount on purchases of
the corresponding Course Handbook. Contact the Groupcasts
Department via email at groupcasts@pli.edu for more details.

View PLI Seminars In Your Home Or Office
Bring the best of PLI’s live programs 
to your home or office.

Audio CDs and DVDs of this program will be available for purchase
April 2007. See Registration Form for details.

MP3, Web Segments and On-Demand Web Programs of this program
will be available March 19, 2007 at www.pli.edu — find MP3
programs under Recorded Programs and Web Segments/On-Demand
under Online CLE. 

With PLI’s Web Segments there is no easier way to complete your
MCLE requirement. We’ve taken PLI’s extensive library of On-Demand
Web Programs, previously recorded programs available online 24/7
via streaming video and/or audio, and conveniently broken them
down into 1/2 - 3 hour programs so you get only the information you
want. With over 1,000 hours of content to choose from, you’re sure
to find a Web Segment that will meet your needs. As an added
bonus, you’ll continue to have access to your Web Segments for one
full year and will be able to download the online Course Materials
that accompany your Web Segment. At more than 60% off the
regular price, there’s never been a faster, easier, more affordable
way to meet your state MCLE requirement.

All audio/DVD products require prepayment and are non-refundable,
with the exception of defective or unopened products.

Navigating Trademark Practice Before the PTO 2007
From Filing Through the TTAB Hearing

New York City, February 22-23, 2007 Live Webcast, February 22-23, 2007 – www.pli.edu

“The live TTAB hearing was extremely illustrative 
and a wonderful way to bookend the program.” 

Ellen Dowling, Darby & Darby PC, New York City

“A thoroughly comprehensive, high quality presentation;
the TTAB portion was extremely helpful.”

Heidi Wanner, Law Office of Heidi C. Wanner



First Day: 9:00 a.m. – 5:00 p.m.

Morning Session: 9:00 a.m. – 12:30 p.m.

9:00 Introduction
Richard L. Kirkpatrick, Helen Hill Minsker

9:15 Setting the Stage: The Nuts and Bolts of
PTO and TTAB Practice

• The U.S. Trademark Registration System
• PTO and TTAB structure, jurisdiction and powers
• PTO/Court interface
Helen Hill Minsker

10:15 Trademark Searching and Clearance
• Reasons to search
• Practical tips for searching, clearance and opinions
• Searching in light of the Madrid Protocol
Richard L. Kirkpatrick

11:15 Break

11:30 Prosecution Part 1 – 2 (d) and 2 (e) Refusals
and Substantive Issues in Ex Parte Appeals

• Likelihood of confusion
• Genericness/descriptiveness
• Other grounds for refusal of registration
Christopher C. Larkin

12:30    Lunch

Afternoon Session: 1:45 p.m. – 5:00 p.m.

1:45 Part 2 – Other Substantive Refusals and
Acquired Distinctiveness

• Geographic indicators
• Product configurations
• Non-traditional marks
• Acquired distinctiveness issues
Philip G. Hampton, II

2:45 Ethical Issues in PTO and TTAB Practice
• Candor with the PTO in ex parte prosecution
• Fraud on the PTO
• Ethical Issues in inter partes proceedings
Kevin T. Kramer

3:45 Break

4:00 TTAB Part 1 - Pleadings
• Challenges to registrability v. challenges to use
• Standing
• Grounds for opposition
• The compulsory counterclaim rule
Jonathan Hudis

Second Day: 9:00 a.m. – 4:00 p.m.

Morning Session: 9:00 a.m. – 12:15 p.m.

9:00 TTAB Part 2 - Discovery
• Discovery strategy
• Written discovery
• Depositions
• Motions to compel
James D. Weinberger

10:00 TTAB Part 3 – Motions & Alternative Resolution
• Summary judgment motions
• Other types of TTAB motions
• Settlement strategies
Carla C. Calcagno

11:00 Break

11:15 TTAB Part 4 - Trial
• Nature of a TTAB trial
• Techniques of proof
• Briefs and oral argument
Gary D. Krugman

12:15 Lunch

Afternoon Session: 1:15 p.m. – 4:00 p.m.

1:15 The New Trademark Dilution Revision Act:
Protecting America’s Famous Trademarks and
the “Likelihood of Dilution” Standard

• Key changes under the new act, including the adoption of a 
“likelihood of dilution” standard

• How to prove dilution by blurring and dilution by tarnishment
• Which marks are sufficiently famous and distinctive to qualify for dilution

protection?
• The expanded “fair use” and free speech defenses under the Act
• When to rely on state dilution laws instead of federal law
J. Alison Grabell

2:15 Setting the Stage for Oral Argument
Richard L. Kirkpatrick, Helen Hill Minsker

2:30 Live Oral Argument in a Contested 
TTAB Proceeding

Chief Administrative Trademark Judge J. David Sams, 
Administrative Trademark Judge Gerard F. Rogers,
Administrative Trademark Judge Ellen J. Seeherman

3:30    Break

3:45 Questions and Answers with TTAB Judges
Chief Administrative Trademark Judge J. David Sams, 
Administrative Trademark Judge Gerard F. Rogers, 
Administrative Trademark Judge Ellen J. Seeherman

Please plan to arrive sufficiently in advance of the conference start time to register. A continental breakfast will be available upon your arrival.
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PLI’s Nationally Acclaimed Course Handbooks
All program attendees* will receive a copy of the Course Handbook. This softcover, bound volume was prepared specifically for this program and will also
stand alone as a permanent reference. PLI’s Course Handbooks represent the definitive thinking of the nation’s finest legal minds, and are often the
standard reference in the field. Please note: Individual Webcast attendees will receive a downloadable version of the Handbook the day of the program, 
and the Course Handbook after the program date. *Web Subscribers to Webcasts can purchase the Handbook at a 50% discount; contact PLI Customer Service to order.



Other Relevant Products From PLI
COURSE HANDBOOK
Navigating Trademark Practice Before the PTO 2007: From Filing Through the
TTAB Hearing, $179. The Course Handbook will be available on the first day of
the program.

TREATISES

Likelihood of Confusion in Trademark Law
Richard L. Kirkpatrick (Pillsbury Winthrop Shaw Pittman LLP, San Francisco)
With the aid of checklists and hundreds of examples that clarify what is (and is
not) in conflict, Likelihood of Confusion in Trademark Law shows you how to
avoid trademark disputes, establish the strength of marks, and prove (or
disprove) similarities, product relatedness, converging channels of trade, actual
confusion, and rightful intent for junior users.
1 looseleaf volume, 505 pages, $195 (Revised annually or as needed: 
No charge for revision issued within 3 months of purchase)

Trademark Law
A Practitioner’s Guide, Fourth Edition
Siegrun D. Kane (Morgan & Finnegan LLP, New York City)
Packed with laborsaving sample forms, documents, checklists, and full-color
exhibits, Trademark Law enables you to pick protectable marks • establish
priority through continued use • license marks while ensuring quality control and
minimizing liability • and get the litigation edge, including how to defend second
comers by deploying solid affirmative defenses.
1 looseleaf volume with CD-ROM, 923 pages, $245 (Revised annually or as needed: 
No charge for revision issued within 3 months of purchase)

For more information on any treatise, including the Table of Contents, 
log on to www.pli.edu
All treatises require prepayment and can be returned within 30 days for a full refund. 
For information on quantity order discounts, please contact PLI’s Customer Relations
Department at (800) 260-4PLI.
Program attendees save up to 50% on Books, Audio and Video Products.

5 Ways to Attend PLI’s Programs:
• Live Programs – Network with your colleagues in our state-of-the-art

conference centers.
• Live Webcasts – Attend a PLI program in real time from your PC.
• Groupcasts – Bring a PLI program for group viewing directly to 

your conference room.
• On-Demand Web Programs – PLI anywhere, anytime you want it right from

your PC.
• Audio/DVD – Watch PLI’s programs in the comfort of your home or office.
Visit www.pli.edu for more details.

Pro Bono Efforts
Since 1933, PLI has been the comprehensive resource for the training and
development needs of legal professionals. PLI is heavily involved in pro bono and
research and development activities to ensure that all practicing attorneys and
law students remain on the cutting-edge. These activities include awarding full
and partial scholarships to our institutes and programs, assisting public interest
organizations in their training needs, and helping law students become first-rate
attorneys by posting free lectures on our web site and offering free MPRE
courses. For more information, go online to pro-bono.pli.edu.

PLI Scholarships
Please check the Registration Information section of this brochure for more
information about PLI scholarships.

PLI’s Guarantee   
It’s simple. If you’re not completely satisfied 
with the return on your investment from any PLI
program, your money will be refunded in full.



FA C U L T Y
Co-Chairs:

Richard L. Kirkpatrick
Pillsbury Winthrop Shaw Pittman LLP
San Francisco
Author, Likelihood of Confusion in Trademark Law (PLI)

Carla C. Calcagno
Holland & Knight LLP
Washington, D.C.

J. Alison Grabell
Liner Yankelevitz Sunshine & Regenstrief LLP
Los Angeles

Philip G. Hampton, II
Dickstein Shapiro LLP
Washington, D.C.

Jonathan Hudis
Oblon, Spivak, McClelland, Maier & Neustadt, P.C.
Arlington, Virginia

Kevin T. Kramer
Pillsbury Winthrop Shaw Pittman LLP
Washington, D.C.

Gary D. Krugman
Sughrue Mion, PLLC
Washington, D.C.

Christopher C. Larkin
Seyfarth Shaw LLP
Los Angeles

The Honorable Gerard F. Rogers
Administrative Trademark Judge
Trademark Trial and Appeal Board
Alexandria, Virginia

The Honorable J. David Sams
Chief Administrative Trademark Judge
Trademark Trial and Appeal Board
Alexandria, Virginia

The Honorable Ellen J. Seeherman
Administrative Trademark Judge
Trademark Trial and Appeal Board
Alexandria, Virginia

James D. Weinberger
Fross Zelnick Lehrman & Zissu PC
New York City

Program Attorney: Barry D. Denkensohn

Helen Hill Minsker
Banner & Witcoff, Ltd.
Chicago



Name _______________________________________________________________________________________________________

Title ____________________________________________________________________________________________________

Firm ____________________________________________________________________________________________________

Address _________________________________________________________________________________________________
(Use Street Address for UPS Delivery)

City/State/Zip _____________________________________________________________________________________________

Phone ________________________________ Fax _______________________________ Email ____________________________

Priority Code: TSN7 8A500

When Registering, Please Refer to Priority Code: TSN7 • M a k e  n e c e s s a r y c o r r e c t i o n s  o n  m a i l i n g  a d d r e s s .

YES,  p lease register  me for  the fo l lowing session:

Navigating Trademark Practice Before the PTO 2007: From Filing Through the TTAB Hearing
m 11166 New York City Seminar,* February 22-23, 2007, PLI New York Center, $1,295
Live Webcast,* February 22-23, 2007 (Register online prior to first day of program), $1,295
m 11167 Course Handbook only, $179 
m 12185 Audio CDs,† available April 2007, $647.50
m 12184 DVDs,† available April 2007, $1,295
m 589 Likelihood of Confusion in Trademark Law,1 1 looseleaf volume, $195
m 651 Trademark Law, 4th Ed.,1 1 looseleaf volume with CD-ROM, $245
m My Email address is:______________________________________ Please send me Email updates.

m Please check if you are a PLI Privileged Member.
m Please send me information on PLI membership.
m Please send me PLI’s catalog of publications.
m Please send me PLI’s catalog of Institutes and Programs.

FREE Shipping and Handling on all Audio/DVD and Treatise purchases. 
PLI will absorb shipping and handling charges on all pre-paid Course
Handbook orders in the United States, U.S. Possessions and Canada. 
California, Illinois, Maryland, New York, Ohio, Rhode Island, Texas and
Virginia residents please add applicable sales tax to price of publications
and audio and DVD products.

REGISTRATION /ORDER FORM

PLEASE ROUTE TO:

PLI NEWS
ISSN 0479-0219
Practising Law Institute
810 Seventh Avenue
New York, N.Y. 10019

Periodicals Postage Paid at New York, N.Y. 
and at additional mailing offices

$ ___________ check enclosed (Payable to Practising Law Institute)    m PLI Privileged Member     Please Charge to:    m Visa    m MasterCard    m American Express    m Diners Club

Credit Card No.:______________________________________ Exp. Date:____________ Signature Required: _________________________ Phone No.: ________________________________

Registration/Hotel Information:
New York City Seminar Location: PLI New York Center, 810
Seventh Avenue at 53rd Street (21st floor), New York, New York
10019. Message Center, program days only: (212) 824-5733.
New York City Hotel Accommodations: The New York Hilton &
Towers, 1335 Avenue of the Americas, New York, NY 10019.
Reservations (877) NYC-HILT. Please mention you are booking a
room under the Practising Law Institute Corporate Rate and the
Client File N# is 0495741. You may also book reservations on line
at www.hilton.com and enter the same Client File # in the
Corporate ID # field to access Practising Law Institute rates. Due to
high demand and limited inventory in New York City, we
recommend reserving hotel rooms as early as possible.
Payment Policy: Registration fees are due in advance. Attendees
may pay by check, Visa, MasterCard, American Express or Diners
Club.
Cancellations: All cancellations received 3 business days prior to
the program will be refunded 100%. If you do not cancel within the
allotted time period, payment is due in full. You may substitute
another individual to attend the program at any time.
PLI’s Scholarship/Financial Hardship Policy: Full and partial
scholarships to attend PLI programs are available to judges,
judicial law clerks, law professors, attorneys 65 or older, law
students, pro bono attorneys, librarians and paralegals who work
for nonprofit organizations, legal services organizations or
government agencies, unemployed attorneys and others with
financial hardships. To apply, send your request on your employer’s
letterhead, stating the reason for your interest, along with the
completed registration form on this brochure, to the PLI
Scholarship Committee. All applications must be accompanied by
a $25 non-refundable application fee (applicants may pay by
check or credit card), and must be submitted four weeks before the
date of the program you wish to attend. Students must submit a
copy of their student ID card.

PLI Group Discounts: Groups of 4-14 from the same organization,
all registering at the same time, for a PLI program scheduled for
presentation at the same site, are entitled to receive a group
discount. For further discount information, please contact
membership@pli.edu or call (800) 260-4PLI.
Education Course Credit: States have widely varying regulations
regarding Continuing Education credit, therefore, please contact
PLI for more information concerning approval.
New York State CLE Credit: In accordance with the requirements
of the New York State Continuing Legal Education Board, this non-
transitional continuing legal education program is NOT approved
for the newly admitted attorney within the first two years of
admission to the Bar. It has been approved for experienced
attorneys for a maximum of 13.5 credit hours, of which 1.0 credit
hour can be applied toward the ethics requirement, 8.5 credit
hours can be applied toward the skills requirement, and 4.0 credit
hours can be applied toward the professional practice requirement.
California MCLE Credit: PLI is a State Bar of California approved
MCLE provider. This activity has been approved for MCLE credit in
the amount of 11.5 hours, of which 1.0 hour will apply to legal
ethics. 
California Paralegals: You can satisfy your new continuing legal
education requirements by attending PLI’s nationally acclaimed
Institutes and Programs!
Illinois CLE Credit: Attorneys seeking Illinois credits must attend
the entire program. The Illinois CLE Board will only award CLE
credit for attendance at an entire course or activity. PLI is currently
applying for accreditation for individual identifiable segments
within a course or activity. Approval for individual identifiable
segments is pending. For further clarification, contact
mcle@ilmcle.org

SPECIAL NEEDS: If you have special needs as addressed by the
Americans with Disabilities Act, please notify Customer Relations
at least two weeks prior to your program.
Sponsorship/Exhibit Opportunities: Practising Law Institute, the
leader in continuing legal education for 70 years, draws top
lawyers from major law firms and corporations to over 250
comprehensive programs annually. Don’t miss this chance to
target decision-makers in specific areas of the legal market with
sponsorship opportunities from PLI. Sponsor a breakfast, coffee
break or luncheon at a PLI program for invaluable opportunities to
network with industry leaders. Or, set up an Exhibit of your
product/service at a specific program with a display and/or sales
representative. Our staff will help you choose which option is right
for you. Please contact Melissa Katz at (212)-824-5862 or email
mkatz@pli.edu to make sure you don’t miss out!
Basic Upkeep Service: In order to keep you abreast of the latest
developments in your field, the purchase of PLI treatises includes
Basic Upkeep Service, so that supplements, replacement pages
and new editions may be shipped to you immediately upon
publication for a 30-day examination. This service is cancelable at
any time.
PLI Bookstores: Current Publications, Training Materials,
Audio/DVD and related products are available for purchase at the
PLI New York Center, 810 Seventh Avenue at 53rd Street (21st
floor), New York, NY, and at the PLI California Center, 685 Market
Street, San Francisco, CA, Monday to Friday, 10:00 a.m. - 4:00 p.m.
All PLI Publications can also be purchased online at www.pli.edu
Email: info@pli.edu
Visit Us On The Web: www.pli.edu

WEB:
www.pli.edu

PHONE: 
(800) 260-4PLI 
Monday - Friday, 
9 a.m. - 6 p.m., 
Eastern Time

FAX: 
(800) 321-0093 
Open 24 Hours!

MAIL: 
Practising Law
Institute 
810 Seventh Avenue, 
New York, NY 10019

Fax or mail completed
Registration/Order Form below.

FOUR EASY WAYS 
TO REGISTER
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P r a c t i s i n g  L a w  I n s t i t u t e ®

New York City, February 22-23, 2007
Live Webcast, February 22-23, 2007 
– www.pli.edu

The information below is required to properly process your CLE certificate:
State:   _________________ Bar ID#   _________________ State:   _________________ Bar ID#   _________________ State:   _________________ Bar ID#   _________________

*Includes Course Handbook. Individual Webcast attendees will receive a downloadable version of the
Handbook the day of the program, and the printed Handbook after the program date. (Web Subscribers
to Webcasts can purchase the Handbook at a 50% discount; contact PLI Customer Service to order.)

†Audio CDs and DVDs must be prepaid and are non-refundable, with the 
exception of defective or unopened products.

1 All treatises require prepayment and can be returned within 30 days for a full refund. 


